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1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 29-32, 34-35, 38-45, 49, 52-56 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 30 and 53 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential elements, such omission amounting to a gap between 
the elements. See MPEP § 2172.01 . The omitted elements are: The claims are 
directed to a marker systeni however all that is claimed is the marker. The optical 
imaging apparatus is not a positively recited element in that the only reference to it is 
that the markers are detectable or viewable by the imaging . apparatus, the imaging 
apparatus is not positively claimed until claims 52 and 54. The claims appear to need to 
have the imaging apparatus positively claimed in order to claim a complete system and 
not just the marker. 

3. Newly submitted claims 57-64 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: The new claims 
are directed to a method of using a marker system that requires coupling first and 
second markers to a person, however the originally elected claims were directed to a 
marker system and nowhere recited claim language having more than one marker, 
therefore the newly claimed method would be directed to a method that is independent 
or distinct from a method using the marker system originally elected. 
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Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 57-64 are withdrawn from consideration 
as being directed to a non-elected invention. ^ See 37 CFR 1.142(b) and MPEP § 
821.03. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 29-32, 34-35, .38-45, 49, 52-56 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Josefsson et al (A flexible high-precision video system for 
digital recording of motor acts through lightweight reflex markers) in view of Leis 
(6,061,644). 

Josefsson et al discloses retro-reflective markers and teaches (page 121) that the 
markers can be spherical or half-spherical (hemispherical). The markers use an 
imaging apparatus (CCD video camera) to detect the markers and make sure they are 
positioned properly. The processing is also discussed as being done in real-time. 
Josefsson et al discloses the claimed device except specifically teaching the marker 
having two or more reflective elements or reference locations. Leis discloses a system 
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for determining position and orientation of a body using retro-reflective markers 
(abstract). Leis discloses (column 3, lines 55-67) the use of a rigid body (11), which is 
considered to be a marker block, and the body contains a plurality (at least two) retro- 
reflective point markers, which is considered to meet the limitations of two or more 
reflective elements or reference locations. 

While Josefsson et al teaches a half-spherical marker covered with retro- 
reflective paint, the half-spherical marker or body would inherently be considered a 
"marker block" and the reflective paint would have first and second reference locations 
which could be the side and top of the marker. Josefsson et al does not specifically 
teach two or more reflective elements positioned relative to each other. Leis, as taught 
above, clearly shows that such elements are well known to be used with a retro- 
reflective marker. Therefore a modification of Josefsson et al to specifically include a 
block and at least two or more reflective elements or locations would have been obvious 
in view of Leis since Leis teaches that such markers using retro-reflective material is 
well known in the art. Further the use of a spherical or hemispherical shape would also 
inherently allow for the multiple markers or locations to be simultaneously detected by 
the imaging apparatus. With respect to claims 55-56, the Josefsson et al marker is not 
a surgical instrument. 

6. Applicant's arguments filed 01/23/06 have been fully considered but they are not 
persuasive. Applicant argues, with respect to claims 30 and 53 being indefinite for 
omitting essential elements, that the specification does not describe such elements to 
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be essential and the specification shows an embodiment that may include just the 
marker (without the optical imaging apparatus). However the optical imaging apparatus 
is essential for a marker system. The embodiment of Figures 7, 9, 10 are directed to 
only the marker and/or marker block which previously had been the subject of 
restriction. Applicant elected the marker system, and have received an action on the 
merits directed to such elected claims, which would need the optical imaging apparatus 
in order to have a complete working system, without the imaging apparatus the claims 
are merely directed to a marker and/or marker block which is directed to a non-elected 
invention. 

Applicant argues that Josefsson et al does not disclose a marker block having two 
reference locations or two reflective elements. As discussed above the marker and 
retro-reflective paint of Josefsson et al is considered to show first and second reference 
locations which could be two different locations on the marker such as side and top, as 
for two reflective elements Leis was used to provide the teaching of more than one 
reflective element. Applicant argues that Leis discloses surgical instruments and not 
marker blocks and therefore cannot be combined with Josefsson et al. Leis teaches a 
system for determining the position and orientation of a "body", wherein each of the 
bodies has two reflective markers a predetermined, fixed relationship to each other. 
While the body is a surgical instrument, the broad teaching provided by Leis is 
determining the location and orientation of a body in general and is not limited to 
teaching only putting reflective markers on surgical instruments but on any body or 
element in which the location and orientation needs to be determined with respect to the 
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patient. Therefore a modification of Josefsson et al such that the retro-reflective paint is 
substituted with two reflective markers would have been obvious since this would allow 
for the position and orientation of the marker to be better determined. 
7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action Is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John P. Lacyk whose telephone nunriber is 571-272- 
4728. The examiner can normally be reached on Mon-Fri, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, All Imam can be reached on 571-272-4737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 



Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Primary Examiner 
Art Unit 3735 



J. P. Lacyk 



* 



